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Detailed Action 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-4,6-1 1,13-16,18, and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bicknese et al (USPN 5,552,946). 

3. Regarding Claim 1, Bicknese et al shows (Figs. 1-5) a disk drive (10), comprising: a 
functional unit including a disk serving as an information storage medium (60); a case assembly 
(18) holding the functional unit therein; and wherein the case assembly is provided with a thick 
frame bumper (16) serving as a shock- absorbing member, and a surface of the frame bumper 
protrudes from side surfaces of the disk drive beyond other members. 

4. Regarding Claim 2, Bicknese et al shows (Figs. 1-5) wherein the case assembly includes 
a top cover (surface pointed to in figure 1 by numeral 10) covering an upper surface of the disk 
drive, and the surface of the frame bumper protrudes (the disk drive slides between the bumper 
16) beyond a surface of the top cover on the upper surface of the disk drive. 

5. Regarding Claim 3, Bicknese et al shows (Figs. 1-5) wherein the frame bumper of the 
case assembly has a guide function of detachably mounting the disk drive on an object (figure 1 
depicts disk drive is detachable from protective bumper/rail system). 
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6. Regarding Claim 4, Bicknese et al shows (Figs. 1-5) further comprising a connector 
inserted in a slot formed in the object when the disk drive is mounted on the object; and wherein 
the connector serves as part of the guide function. 

7. Regarding Claim 6, Bicknese et al shows (Figs. 1-5) wherein the frame bumper is formed 
from an elastomer. 

8. Regarding Claim 7, Bicknese et al shows (Figs. 1-5) a storage medium having an 
assembly structure capable of being detachably loaded into an object (assembly 12) 5 comprising: 
a connector (28,30) for insertion in a slot (20,22) formed in the object; an elastic member (16) 
forming an external shape not departing from a form factor that is required in mounting the 
storage medium to the object; and wherein positions of two-dimensional side surfaces of an 
external shape is dependent on the connector and the elastic member (Figure 3 depicts how the 
shapes are formed together). 

9. Regarding Claim 8, Bicknese et al shows (Figs. 1-5) wherein the connector (20,22) is 
provided with an integral guide structure (rail 14) that is mounted on the object (12). 

10. Regarding Claim 9, Bicknese et al shows (Figs. 1-5) wherein the elastic member (16) is 
provided with a guide structure (14) that is guided by and mounted on the object. 

1 1 . Regarding Claim 10, Bicknese et al shows (Figs. 1-5) wherein the elastic member (16) 
has parts protruding from all of the two-dimensional side surfaces beyond other members 
(Figure 3 shows bumper (16) outside of the other members). 
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12. Regarding Claim 11, Bicknese et al shows (Figs. 1-5) wherein the elastic member (16) is 
disposed in a middle part of the assembly structure (12). 

13. Regarding Claim 13, Bicknese et al shows (Figs. 1-5) a portable precision device 
including an assembly structure and capable of being detachably mounted on an object, the 
portable precision device comprising: a functional unit (10); a base plate (12) for holding the 
functional unit, a shock-absorbing member (16) formed separate from the base plate and 
disposed in a middle part of the assembly structure (12); and wherein lateral shocks acting on the 
portable precision device are absorbed by the shock-absorbing member. 

14. Regarding Claim 14, Bicknese et al shows (Figs. 1-5) the base plate is formed by press 
work (stamping -Col 4, line 2). 

15. Regarding Claim 15, Bicknese et al shows (Figs. 1-5) wherein the shock-absorbing 
member is formed of resins by two-color molding. As the claims are directed to a shock 
absorbing member, per se, the method limitation(s) can only be accorded weight to the extent 
that it/they affect(s) the structure of the completed portable precision device. Note that 
"[determination of patentability in 'product-by-process' claims is based on product itself, even 
though such claims are limited and defined by process [i.e., "two-color molding"], and thus 
product in such claim is unpatentable if it is the same as, or obvious form, product of prior art, 
even if prior product was made by a different process", In re Thorpe, et al, 227 USPQ 964 
(CAFC 1985). Furthermore, note that a "[p]roduct-by-process claim, although reciting subject 
matter of claim in terms of how it is made [i.e.," two-color molding "], is still product claim; it is 
patentability of product claimed and not recited process steps that must be established, in spite of 
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fact that claim may recite only process limitations 11 , In re Hirao and Sato, 190 USPQ 685 (CCPA 
1976). 



16. Regarding Claim 16, Bicknese et al shows (Figs. 1-5) the shock-absorbing member (16) 
has a protruding part protruding in a direction of a side surface of the portable precision device 
(it protrudes from rail 14 in Figure 3), and a guide rail (14) is formed to guide the portable 
precision device (10) in mounting and removing the portable precision device on and from the 
object (12). 



17. Regarding Claim 18, Bicknese et al shows (Figs. 1-5) further comprising a top cover 
(surface pointed to in figure 1 by numeral 10) for covering the functional unit (10) after 
mounting the functional unit on the base plate (12); and wherein the shock-absorbing member 
(16) has a part protruding upward (50) from an upper surface of the top cover covering the 
functional unit. 



18. Regarding Claim 19, Bicknese et al shows (Fig. 5) wherein the functional unit (10) 
includes a magnetic disk (60)supported for rotation, and an actuator assembly for reading 
data from the magnetic disk and writing data to the magnetic disk. 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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20. Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bicknese 
et al (USPN 5,552,946) in view of Diel (USPN 5,546,250). 

21 . Regarding Claims 5 and 12, Bicknese et al shows (Figs. 1-5) shows all the features 
described, supra, but does not show a nut inserted through the elastic member in a direction of a 
thickness of the assembly structure, a screw for fastening the nut; and wherein a form factor in 
the direction of the thickness is determined by fastening the nut by the screw. 

Diel shows (Figs. 4-6) a nut (38) inserted through the elastic member (52) in a direction 
of a thickness of the assembly structure, a screw (40) for fastening the nut; and wherein a form 
factor in the direction of the thickness is determined by fastening the nut by the screw. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to fasten the shock absorber of Bicknese et al with the nut/screw as taught by Diel. 
The rationale is as follows: One of ordinary skill in the art at the time the invention was made 
would have been motivated to fasten the shock absorber of Bicknese et al with the nut/screw as 
taught by Diel in order to secure the shock absorber to the housing of the disk drive. 

22. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bicknese et al 
(USPN 5,552,946) in view of Bernett et al (USPN 6,735,043). 

23. Regarding Claim 17, Bicknese et al shows all the features described, supra, but does not 
show a card assembly provided with a connector for insertion in a slot formed in the object; and 
wherein the connector serves as part of a guide rail for guiding the portable precision device in 
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mounting the portable precision device on the object. However, Bicknese et al teaches in column 
4, lines 14-18 a printed circuit in the DASD. 

Bernett et al shows (Fig. 2) a card assembly (222) provided with a connector (218) for 
insertion in a slot (202,204) formed in the object; and wherein the connector serves as part of a 
guide rail for guiding the portable precision device in mounting the portable precision device on 
the object. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to connect the disk drive of Bicknese et al with the card connector as taught by Bernett 
et al. The rationale is as follows: One of ordinary skill in the art at the time the invention was 
made would have been motivated to connect the disk drive of Bicknese et al with the card 
connector as taught by Bernett et al in order to power the disk drive assembly and send/receive 
data input. 

Conclusion 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Blouin whose telephone number is 571-272-7583. The 
examiner can normally be reached on M-F from 6:00 to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Hoa Nguyen, can be reached on 571-272-7579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
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may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





ark Blouin 
Patent Examiner 
Art Unit 2627 
January 10, 2007 
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